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Office Action Summary 



Application No. 
09/281,792 



Applicarv 



CHANDRASEGARAN, S. 



Examiner 

HANKYEL T. PARK, PH.D. 



Group Art Unit 
1648 




XI Responsive to communication(s) filed on Mar 31, 1999 . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters # prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

3 month(s), or thirty days, whichever 



A shortened statutory period for response to this action is set to expire 3 

is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-8 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



Kl Claim(s) t§_ 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Cbpproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All DSome* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



— SEE OFFICE ACTION ON THE FOLLOWING PAGES — 
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Application/Control Number: 09/28 1 ,792 Page 2 

Art Unit: 1648 



DETAILED ACTION 

1. The Group and/or Art Unit location of your application in the PTO has changed. To aid 
in correlating any papers for this application, all further correspondence regarding this application 
should be directed to Group Art Unit 1648. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3 .73(b). 

3. Claims 1-8 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-32 of U.S. Patent No. 5,792,640. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
patent discloses essentially the same method for enzymatically inactivating a target DNA. 

A nuclease produced in a cell cleaves the target nucleic acid specifically bound to said nuclease, 
thus inactivating the target DNA as claimed in the instant application. 



4. 



No claim is allowed. 
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5. Papers relating to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 located in Crystal Mall 1. The Fax number 
for Art Unit 1648 is (703) 308-4426. All Group 1600 Fax machines will be available to receive 
transmissions 24 hrs/day, 7 days/wk. Please note that the faxing of such papers must conform 
with the Notice published in the Official Gazette, 1096 OG 30, (November 15, 1989). 

Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Hankyel T. Park, Ph.D., whose telephone number is (703) 305-7255. The 
Examiner can normally be reached on Monday, Tuesday, Thursday and Friday from 6:30 AM- 
4:00 PM, (EST). The Examiner can also be reached on alternate Wednesdays. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
Supervisor, James C. Housel, can be reached at (703) 308-4027. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 




HANKYEL T.PARK, PH.D 
PRIMARY EXAMINER 



August 12, 2000 



« 

Application No.; _e# 

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING ~ 
NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 

The nucleotide and/or amino acid sequence disclosure contained in this application does not 
comply with the requirements for such a disclosure as set forth in 37 C F R 1 821 1 89<s fnr fh 
following reason(s): . .... ^ IO rine 

1 . This application cleariy falls to comply with the requirements of 37 CP.R 1 .821 -1 .825. Applicant's 
attention Is directed to these regulations, published at 1 1 14 OG 29, May 15. 1990 and at «T«Tfr 
18230, May 1.1990. W 

□ 2. This application does not contain, as a separate part of the disclosure on paper codv a '^..nn^ 
Listing" as required by 37 C.F.R. 1 .821 (c). y ' i3e ^ lJence 

D 3 ' Z7CF R?821(T enCe UStIn9 " 10 C ° mpUter readab,e form has not bee n submitted as required by 

n 4. A copy of the 'Sequence Listing" In computer readable form has been submitted However fh* 
LJ content of the computer readable form does not comply with the requirements of 37 cfaiSy* 
and/or 1.823, as Indicated on the attached copy of the marked -up -Raw Sequence Ustfo? 

• (1 S ' ^ ^ com P ute 5 readable form that has been filed with this application has been found to be damaaed 
. an^or unreadable as Indicated on the attached CRF Diskette Problem Report A Substtute 
computer readable form must be submftted as required by 37 C.F.R. 1 .825(d). 

□ 6. The paper copy of the 'Sequence Usfing" Is not the same as the computer readable from of the 
•Sequence Listing" as required by 37 CP.R. 1 .821 (e). 

0 7. Other: Applicant should follow the format of the attached samnlA state ment to nv, ,,^ ttpt tu n ^ PF fi(ed 
In the parent aooficafion be used to create a CRF In this aooficafion ' ^ r vim 

Applicant Must Provide: 

|~j An Mai or substitute computer readable form (CRF) copy of the "Sequence Listing". 

□ An Miai or substitute paper copy of the "Sequence Listing", as well as an amendment directing Its entry 
Into the specrficaSon. 

[~| A statement that the content of the paper and computer readable copies are the same and where 
^ applicable, Include no new matter, as required by 37 C.F.R. 1 .821 (e) or 1 .821 m or 1 821 (a\ or 
1 .825(b) or 1 .825(d). K1 lM1SB) or 

For questions regarding compliance to these requirements, please contact: 
For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
For Patentln software help, call (703) 308-6856 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR RESPONSE 
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Please find below a communication from the EXAMINER in charge of this application 

Commissioner of Patents 



This application contains sequence disclosures that are encompassed by the 
definitions for nucleotide and/or amino acid sequences set forth in 37 
CFR 1.821(a) (1) and (a) (2) . However, this application fails to comply with the 
requirements of 37 CFR 1.821 through 1.825 for the reason (s) set forth on the 
attached Notice To Comply with Requirements For Patent Applications Containing 
Nucleotide Sequence And/Or Amino Acid Sequence Disclosures. 

Applicant is given C^CTfflr-nr THTRTY DAYS, whichever is longer, from the 
mailing date of this letter within which to comply with the sequence rules, 37 
CFR 1.821 - 1.825. Failure to comply with these requirements will result in 
ABANDONMENT of the application under 37 CFR 1.821(g). Extensions of time may be 
obtained by filing a petition accompanied by the extension fee under the provisions 
of 37 CFR 1.136(a). In no case may an applicant extend the period for reply beyond 
the SIX MONTH statutory period. Direct the reply to the undersigned. Applicant is 
requested to return a copy of the attached Notice to Comply with the reply. 

Any inquiry concerning this communication should be directed to 
at telephone number (703)30 



Sample Statement 

i an miaae having the same effect, 
The following paragraph, °* la "^ dures of 37 CFR section 
can be used to invoke ^he procea readable for m from 

1.821(e) in which an . xd ^ ca ?- n C 2 m given application. The 
another application is ""d in a g £ te per 'to be 

paragraph should be incor P? ra ^i on ? 
submitted in the given application. ^ 

Th e computer .readable form ^^ application, 

08/100,000, " 1, 1988. 

Application Number 07/9^,999, lease use the 

In accordance with 37 CFR ' ' H whic hever is 

[first-filed, ^st-filed or only . 

applicable] computer rea ? a * le *°5fc le form for the 
application » that the 

instant application. It is necessary 
Patent and Trademark Office will » a ** fo * 
change in application number and filing date 
the computer readable form that^viix 
the instant application. A P* per P/ gina ii y - 

? !^ »iif icSioS or^iniSan? 8 action, 
filed specification « t , filed preliminary 

£3£St £ inoorp^on^o the specification. 

whichever is applicable] . 



